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In the United States Patent and Trademark Office 
Before the Trademark Trial and Appeal Board 

ZOBA INTERNATIONAL CORP., DBA 
CD DIGITAL CARD, 

 

Petitioner,  

v.  

DVD FORMAT/LOGO LICENSING 
CORPORATION, 

 

Registrant.  

 
 
 
 
Cancellation No. 92051821 

 
REGISTRANT’S MOTION TO DISMISS THE PETITION  

TO CANCEL REGISTRATION NO. 2,711,602 

Petitioner seeks cancellation of a registered trademark for the familiar 

DVD logo, Registration No. 2,711,602 (the “602 registration”).  Registrant respectfully 

moves pursuant to 37 C.F.R. § 2.116 and Federal Rule of Civil Procedure 12(b)(6) for 

dismissal of the petition for failure to state a claim on which relief can be granted.  

The grounds for dismissal are straightforward.  First, Petitioner’s prior 

claims for cancellation of registrations identical to the ‘602 registration were dismissed 

with prejudice by the United States District Court for the Southern District of New York.  

Accordingly, Petitioner’s claims are barred under the doctrine of claim preclusion (or res 

judicata).  Second, Petitioner’s pleadings are deficient because, as a matter of law, they 

do not properly plead grounds for cancellation of the mark. 

The factual background relevant to each of these points, drawn from the 

Petition itself and from public records,1 is discussed in conjunction with the relevant legal 

arguments below. 

                                                 

1  In ruling on a motion to dismiss, the Board may consider public documents, including 
court records.  See Staehr v. Hartford Fin. Servs. Group, Inc., 547 F.3d 406, 424 (2d 
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ARGUMENT  

I.  PETITIONER’S CLAIMS ARE B ARRED UNDER WELL-RECOGNIZED 
RES JUDICATA  PRINCIPLES 

This is Petitioner’s second attempt to cancel registrations in a group of 

works that Petitioner refers to as the “DVD LOGO FAMILY OF MARKS.”  (Petition, ¶ 

11)  Having bargained for dismissal of the first attempt with prejudice, this second attack 

is barred. 

A. The District Court Dismissed with Prejudice Petitioner’s 
Counterclaims for Cancellation of Identical Registrations 

In DVD Format/Logo Licensing Corporation v. U-Tech Media USA LLC 

and Zoba International Corp., d/b/a/ CD Digital Card, No. 09 Civ. 5461 (filed June 12, 

2009, S.D.N.Y.), Registrant asserted a number of claims against Petitioner, including 

infringement of two registered trademarks identical to the mark at issue here.  (Petition, 

¶ 3 and Exhibit A thereto at ¶¶ 51-58 (asserting claim for infringement of Reg. Nos. 

2,295,726 and 2,381,677 (referred to as the ‘726 and ‘677 registrations, respectively)))  

Petitioner answered the complaint and filed counterclaims.  See Answer and 

Counterclaims of Defendant Zoba International Corp., d/b/a/ CD Digital Card, attached 

hereto as Exhibit 1.  In its Second, Third and Fourth Counterclaims, Petitioner, as 

counterclaim-plaintiff, sought cancellation of the ‘726 and ‘677 registrations.  See Exhibit 

1,, ¶¶ 83, 101-112.  As grounds for cancellation, Petitioner alleged that Registrant had 

                                                                                                                                                 
Cir. 2008) (district court was permitted to take judicial notice of “state court 
complaints, and regulatory filings” in deciding motion to dismiss).  Moreover, the 
Board may consider documents attached to or referenced in the Petition.  See 
Chambers v. Time Warner, Inc., 282 F.3d 147, 153 (2d Cir. 2002) (“Even where a 
document is not incorporated by reference [in the complaint], a court may 
nevertheless consider it [in a motion to dismiss] where the complaint ‘relies heavily 
upon its terms and effect,’ which renders the document ‘integral’ to the complaint.”) 
(citations omitted). 
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misused the marks (citing 15 U.S.C. §§ 1119 and 1064(3)); that the marks had become 

generic or descriptive and/or functional (citing the same provisions); and that the 

registrations had been obtained or renewed on a “false and fraudulent basis.”  Id. (citing 

15 U.S.C. §§ 1119, 1058 and 1064(3)). 

Registrant and Petitioner resolved their dispute and, on November 18, 

2009, the district court entered a “Stipulation and Order of Dismissal of Defendant Zoba 

International Corp. with Prejudice.” (Exhibit 2 hereto.)  The district court’s order states in 

pertinent part:  “[T]he Complaint and all of Plaintiff’s claims, and the Answer and 

Counterclaims and all of Defendant’s counterclaims in this action are dismissed with 

prejudice.”  Id. (emphasis added).  

As the District Court was entering its order of dismissal with prejudice, 

Petitioner filed the first of three petitions to cancel the ‘726, ‘677 and ‘602 registrations.  

See Cancellation Nos.  92051714 (filed Nov. 10, 2009, seeking cancellation of the ‘726 

registration) and 92051821 (filed December 4, 2009, seeking cancellation of the ‘677 

registration).  Petitioner asserts in all three proceedings that the marks should be 

cancelled on the same grounds asserted in its district court counterclaims, including 

fraud, abandonment-uncontrolled licensing, abandonment-failure to police, and 

abandonment-nonuse/misuse. 

As we explain in Part II, none of these grounds has merit as a matter of 

law.  The Board need not reach that issue, however, as Petitioner’s claims are barred by 

res judicata.  



 

Doc#: US1:5874900v1 4 

B. Res Judicata Bars Petitioner’s Effort to Revive the Claims that the 
District Court Dismissed with Prejudice 

Under the Federal Rules of Civil Procedure, a res judicata defense may be 

asserted in a motion to dismiss.  See Sassower v. Abrams, 833 F.Supp. 253, 264 n.18 

(S.D.N.Y. 1993) (“it is well settled that a court may dismiss a claim on res judicata or 

collateral estoppel grounds on a Rule 12(b)(6) motion”).   

The res judicata doctrine protects, among other things, a party’s 

reasonable expectations as to the finality of judgments and protects against duplicative 

proceedings.  Parklane Hosiery Co. v. Shore, 439 U.S. 322, 326 (1979).  Thus, at its core, 

res judicata ensures that "a judgment on the merits in a prior suit bars a second suit 

involving the same parties or their privies based on the same cause of action."  Jet, Inc. v. 

Sewage Aeration Systems, 223 F.3d 1360, 1362 (Fed. Cir. 2000), quoting Parklane 

Hosiery, 439 U.S. at 326; see Lawlor v. National Screen Serv. Corp., 349 U.S. 322, 326 

(1955).  

The Court of Appeals for the Federal Circuit has held that the res judicata 

doctrine bars relitigation of claims in an administrative tribunal in the same way, and to 

the same extent, that it bars relitigation in a federal court.  “The evils of vexatious 

litigation and waste of resources are no less serious because the second proceeding is 

before an administrative tribunal.”  Young Engineers, Inc. v. U.S. Intern. Trade Com'n, 

721 F.2d 1305, 1315 (Fed. Cir. 1983); see Nasalok Coating Corp. v. Nylok Corp., 522 

F.3d 1320 (Fed. Cir. 2008) (affirming dismissal of trademark cancellation proceedings on 

res judicata grounds following district court litigation). 

The Federal Circuit has set out a three-part test for application of the res 

judicata doctrine. There must be (1) identity of parties (or their privities); (2) an earlier 
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final judgment on the merits of a claim; and (3) “a second claim based on the same set of 

transactional facts as the first.”  Jet, Inc., 223 F.3d at 1362.   

Each prong of this test is met here.  First, the parties to the first lawsuit 

and this proceeding are identical.  Petitioner here was counterclaim-plaintiff in the district 

court.  Registrant was counterclaim-defendant there, and is opposing the 

Petitioner/counterclaim plaintiff’s cancellation claims here.  (See Exhibit 1.)  

Second, the District Court’s dismissal with prejudice constitutes an 

adjudication of the merits for purposes of applying res judicata principles.  See Young 

Engineers, 721 F.2d at 1314 (“principles of merger and bar may apply even though a 

judgment results by default, consent, or dismissal with prejudice although care must be 

taken to ensure fairness in doing so”); Peterson v. U.S., 2009 WL 1979263, *7 (Fed. Cl. 

2009), appeal dismissed 2009 WL 3832547 (Fed. Cir. 2009), citing Scott Aviation v. 

U.S., 953 F.2d 1377, 1378 (Fed. Cir. 1992) (“[a] dismissal with prejudice effectively 

renders an adjudication on the merits”).   

Third, Petitioner’s claims here are based on “the same set of transactional 

facts” as its district court counterclaims.  For purposes of this analysis, the Federal Circuit 

looks to the test in Restatement (Second) of Judgments (“Restatement”) § 24, which 

confirms that res judicata principles “extinguish all rights of the plaintiff against the 

defendant with respect to all or any part of the transaction, or series of connected 

transactions, out of which the action arose.”  Young Engineers, 721 F.2d at 1314 (quoting 

Restatement, § 24(1) (emphasis added)).  Although this issue is to be addressed 

“pragmatically,” Jet, Inc., 223 F.3d at 1362,  the operative rule is that “a party must raise 

in a single lawsuit all of the grounds for recovery arising from a single transaction or 
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series of transactions that can be brought together.”  Mars Inc. v. Nippon Conlux K.K., 58 

F.3d 616, 619 (Fed. Cir. 1995) (emphasis added).  

Applying these principles, the Board has held that the operative standard 

for identifying whether two marks meet the “single transaction or series of transactions” 

test “is whether the previous mark and the present mark are so much alike that they create 

a continuing commercial impression.”  6 McCarthy on Trademarks and Unfair 

Competition § 32:82; see The Institut National des Appellations d’Origine v. Brown-

Forman Corp., 47 U.S.P.Q.2d 1875, 1894-1895 (TTAB 1998) (the Board “focus[es] on 

whether the defendant’s mark involved in the earlier proceeding was the same mark as 

the defendant’s mark involved in the later proceeding”); compare Chromalloy American 

Corp. v. Kenneth Gordon (New Orleans), Ltd., 736 F.2d 694, 697-698 (Fed. Cir. 1984) 

(differences in the trademarks barred application of res judicata principles; “The 

‘transactional facts’ are different in that a different mark used over a different period of 

time is involved”).   

Here, as noted above, Petitioner itself refers to the ‘602 registration, and 

the two marks at issue in the district court, as belonging to the same “DVD LOGO 

FAMILY OF MARKS.”  (Petition, ¶ 11)  In addition, Petitioner, in its allegations 

directed to standing, acknowledges that the three marks are part of a single unit.  

Petitioner says that Registrant’s district court complaint “could be amended or otherwise 

re-filed to include the allegations that Petitioner is infringing the subject Mark.  Petitioner 

. . . is in continued peril of suffering duplicative costs related to litigation over the subject 

Mark.”  (Petition, ¶ 3)  With these assertions, Petitioner itself bundles the three marks as 
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part of a single transaction or series of connected transactions.  Registrant, not Petitioner, 

is “suffering duplicative costs related to litigation over the subject Mark.” 

Even without Petitioner’s concessions, the three marks fall directly within 

the Federal Circuit’s and the Board’s “single transaction or series of transactions” test.  

Petitioner also recognizes that “[a]ll of the logo designs are identical” and that the various 

trademarks are “‘licensed’ and/or otherwise handled under the same set of ‘licensing’ 

guidelines by [Registrant].”  (Petition, ¶ 5)  As Petitioner alleges, all of the marks in the 

DVD LOGO FAMILY OF MARKS cover a combination of DVD discs and/or playback 

equipment.  (Petition, ¶ 11)  And all three marks are challenged on virtually identical 

grounds, including, e.g., alleged fraud, abandonment, and mis-use.  

Petitioner’s allegations in the district court and in this proceeding – both 

directed to a purported fraudulent registration, abandonment, and mis-use of the marks –

rest on a common nucleus of operative facts.  In these circumstances, all three marks 

“form a convenient trial unit” and are related in origin and motivation to uniquely 

identify a standard DVD product.  Hemphill v. Kimberly-Clark Corp., 530 F.Supp.2d 

108, 111 (D.D.C. 2008), affd. 335 Fed.Appx. 964 (Fed. Cir. 2008), (dismissing as barred 

an infringement claim under claim 2 of a patent following dismissal of a lawsuit asserting 

infringement of claim 1 of the same patent).  In this respect, too, the “DVD LOGO 

FAMILY OF MARKS” are “series of connected transactions” within the Federal 

Circuit’s test.   

Finally, the application of res judicata principles in this case is fair to both 

parties and is consistent with the doctrine’s fundamental purpose of finality in litigation.  

Under the Federal Circuit’s holding in Nasalok Coating, Petitioner’s counterclaims in the 
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district court action were permissive, not mandatory.  522 F.3d at 1328 (cancellation 

counterclaims are not compulsory in a proceeding for trademark infringement).  

Petitioner thus chose, at its own volition, to seek cancellation of only two of the “DVD 

LOGO FAMILY OF MARKS” when it filed its counterclaim in the district court.  

Having voluntarily split its claim by seeking the cancellation of only some members of 

the trademark “FAMILY,” and having bargained to dismiss those claims with prejudice, 

Petitioner foreclosed its option to bring serial challenges against the other marks.  To 

hold otherwise would condone Petitioner’s improper relitigation of issues identical to 

those it raised before and that it could have brought when it asserted (and then 

relinquished) its cancellation claims in the district court.  Application of res judicata 

principles here simply holds Petitioner to the consequences of its litigation strategy.  

Thus, when Petitioner stipulated to the dismissal of its cancellation 

counterclaims with prejudice, any argument it might have had for the cancellation of the 

‘602 registration was extinguished as well.  Its attempt to resurrect that claim before the 

Board is barred.  See Nasalok Coating Corp., 522 F.3d at 1329 (affirming dismissal of a 

cancellation petition as an improper collateral attack on a prior district court judgment). 

II.  IF THE BOARD REACHES THE MERITS  OF PETITIONER’S CLAIMS, 
THE PETITION SHOULD BE DISMI SSED FOR FAILURE TO STATE A 
CLAIM 

A. Petitioner’s Claims are Subject to a Stringent Pleading Standard 

Under Fed. R. Civ. P. 12(b)(6), dismissal is required when a petition fails 

to state a viable claim.  See Ashcroft v. Iqbal, 129 S. Ct. 1937, 1949 (2009).  To survive a 

motion to dismiss, “a complaint must contain sufficient factual matter, accepted as true, 

to ‘state a claim to relief that is plausible on its face’.”  Id., quoting Bell Atl. Corp. v. 

Twombly, 550 U.S. 544, 570 (2007).  A petitioner may not satisfy this standard with 
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conclusory allegations; “[t]hreadbare recitals of the elements of a cause of action, 

supported by mere conclusory statements, do not suffice.”  Iqbal, 129 S. Ct. at 1949.  

Likewise, “where the well-pleaded facts do not permit the court to infer more than the 

mere possibility of misconduct, the complaint has alleged — but it has not ‘show[n]’ — 

‘that the pleader is entitled to relief’.”  Id. at 1950, quoting Fed. R. Civ. P. 8(a)(2).  In 

short, the pleading must allege facts, and the allegations “must be enough to raise the 

right to relief above the speculative level.”  Twombly, 550 U.S. at 555. 

The standard applicable to fraud claims is even more stringent.  Under 

Fed. R. Civ. P. 9(b), a pleading “must state with particularity the circumstances 

constituting fraud or mistake.”  “A party seeking cancellation of a trademark registration 

for fraudulent procurement bears a heavy burden of proof.”  In re Bose Corp., 580 F.3d 

1240, 1243 (Fed. Cir. 2009).  As the Board held in Asian and Western Classics B.V. v. 

Lynne Selkow, 92 U.S.P.Q.2d 1478 (TTAB 2009), “In petitioning to cancel on the ground 

of a fraud, a petitioner must allege the elements of fraud with particularity,” and “the 

pleadings [must] contain explicit rather than implied expression of the circumstances 

constituting fraud.”  Id. at 1478, quoting King Auto., Inc. v. Speedy Muffler King, Inc., 

667 F.2d 1008, 1010 (C.C.P.A 1981).  

B. Petitioner’s Fraud Claim Should be Dismissed for Improper Pleading 
of Essential Elements  

Petitioner’s first claim sounds in fraud.  Petitioner alleges that Registrant’s 

assignor, Time Warner Entertainment LP (hereinafter “TW LP”), filed a Statement of 

Use (attached hereto as Exhibit 3) that referred to a product manufactured by Panasonic.  

According to Petitioner, the submission was fraudulent “because the Specimens filed by 

Applicant in support of its Statement of Use were examples of a product manufactured by 
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Panasonic, Inc.  Panasonic, Inc. was not a limited partner, agent, or licensee of [TW LP].”  

(Petition, ¶ 15)  These allegations are patently insufficient to state a cognizable fraud 

claim. 

“Fraud in procuring a trademark registration or renewal occurs when an 

applicant knowingly makes false, material representations of fact in connection with his 

application.”  In re Bose, 580 F.3d at 1243 (internal quotation marks and citation 

omitted).  At the outset, therefore, to sustain a fraud claim, Petitioner must allege a 

material misrepresentation of fact.  In addition, cancellation for fraud requires that the 

pleadings offer a plausible allegation that the applicant subjectively intended to mislead 

the government.  See id.; see also Money Store v. Harriscorp Fin., Inc., 689 F.2d 666, 

670 (7th Cir. 1982) (“[f]raud will be deemed to exist only when there is a deliberate 

attempt to mislead the Patent Office into registering the mark”).  Failure to plead any 

essential element justifies dismissal of the claim.  See e.g. Koehler v. Bank of Bermuda 

(New York) Ltd., 1998 WL 557595, *9 (S.D.N.Y. 1998), affd. 209 F.3d 130 (2d Cir. 

2000), amended 229 F.3d 424 (2d Cir. 2000), (“the complaint must contain allegations 

concerning each of the material elements necessary to sustain recovery under a viable 

legal theory”). 

Applying these principles, and the pleading standards discussed above, 

Petitioner’s fraud claim should be dismissed on three separate grounds. 

First, Petitioner’s fraud claim should be rejected for failure to plead an 

essential element of its claim.  As noted above, both the Federal Circuit and this Board 

have held intent to be an essential element of fraud.  “There is no fraud if a false 

misrepresentation is occasioned by an honest misunderstanding or inadvertence without a 
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willful intent to deceive.” In re Bose Corp., 580 F.3d at 1246; see Asian and Western 

Classics, 92 U.S.P.Q.2d at 1479 (“A pleading of fraud on the USPTO must also include 

an allegation of intent”).  As Petitioner does not allege intent at all, its Petition fails to 

state a claim for fraud.2 

Second, Petitioner purports to support its claim with allegations of what 

“Applicant knew or should have known.”  (Petition, ¶ 16)  The Federal Circuit and the 

Board have rejected this constructive theory of fraud.  See In re Bose Corp., 580 F.3d at 

1244-1246; Asian and Western Classics, 92 U.S.P.Q.2d at 1479. 

Third, Petitioner’s fraud claim does not identify a material 

misrepresentation, much less describe a misrepresentation with the particularity required 

by Rule 9(b).  Petitioner alleges only that TW LP’s submission included “examples of a 

product manufactured by Panasonic” and that “Panasonic . . . was not a limited partner, 

agent, or licensee of the [LP].”  (Petition, ¶ 15)  Where is the alleged false, material 

misrepresentation?  That the specimen was a Panasonic product was apparent from the 

specimen itself (see Exhibit 3), and Petitioner does not allege that the applicant 

misrepresented the source of the specimen (even if that were possible).  Likewise, 

Petitioner does not point to any statement by applicant suggesting that Panasonic was a 

member of the limited partnership.  Indeed, Petitioner’s pleading suggests (correctly) that 

Panasonic was a licensee authorized to use the mark.  (Petition, ¶¶ 4, 6)3  Absent a 

                                                 
2 Moreover, it is not clear how Petitioner possibly could allege intent to deceive when 

the allegations point at most to the fact that Panasonic manufactured the specimen 
and that Panasonic and the applicant were different entities – neither of which was 
discussed or concealed during the application process.   

3 Even giving Petitioner’s pleading every possible benefit of the doubt, the worst it 
alleges is a mistake:  that the applicant did not address the connection between 
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plausible allegation of a material misrepresentation, the fraud claim fails.  Here, 

Petitioner offers no such allegation at all. 

C. Petitioner’s “Abandonment-by-Uncontrolled-Licensing” Claim is 
Legally Deficient 

Petitioner’s second claim for cancellation sounds in abandonment by 

uncontrolled licensing.  (Petition, ¶ 17)  “[U]ncontrolled[] licensing of a mark occurs 

when a licensor allows a licensee to use the mark on any quality or type of good the 

licensee chooses.”  Stanfield v. Osborne Industries, Inc., 52 F.3d 867, 871 (10th Cir. 

1995), cert. denied 516 U.S. 920 (1995).  If a licensor fails to “take some reasonable 

steps to prevent misuses of his trademark in the hands of others,” Dawn Donut Co. v. 

Hart’s Food Stores, Inc., 267 F.2d 358, 367 (2d Cir. 1959), the mark is deemed 

abandoned and forfeited.   

The Petition purports to identify three grounds for the claim that 

Registrant has abandoned the mark.  According to the Petition, Registrant purportedly 

permits its shareholders to use the mark without a license, does not exercise any routine 

testing or examination of licensees’ products, and permits unlicensed use of the mark (or 

use that is not in compliance with Registrant’s DVD specifications).  (Petition, ¶ 17).4 

Each of these propositions is alleged “on information and belief.”  Such 

allegations are insufficient.  As the Board has held, “[U]nder USPTO Rule 11.18, the 

                                                                                                                                                 
Panasonic and applicant.  That error does not amount to fraud. See In re Bose, 580 
F.3d at 1245-46 (distinguishing between a false statement and a fraudulent 
statement); Airport Canteen Services, Inc. v. Farmer’s Daughter, 184 U.S.P.Q. 622, 
627 (TTAB 1974) (“A misunderstanding . . . yes, but fraud, no”). 

4  To the extent that these allegations overlap with the allegations regarding Registrant’s 
alleged failure to police, see infra, those arguments are incorporated into this section, 
and vice versa.   
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factual basis for a pleading requires either that the pleader know of facts that support the 

pleading or that evidence showing the factual basis is ‘likely’ to be obtained after a 

reasonable opportunity for discovery or investigation.”  Asian and Western Classics, 92 

U.S.P.Q.2d at 1479.  Other than its assumptions, Petitioner offers no factual basis for its 

allegations at all.  It provides no facts regarding Registrant’s licensing practices or other 

assertions that suggest the possibility of fruitful discovery on this issue.  On this basis 

alone, the abandonment allegations should be dismissed. 

With respect to the “information and belief” allegation that Registrant’s 

shareholders are not required to be licensees, the pleading is that Registrant has ten 

shareholders, and that three of them (Philips, Sony, and Time Warner) are not licensees.  

(Petition, ¶¶ 4, 6)  These allegations regarding the shareholders’ licensee status are 

incorrect, but for present purposes it is sufficient to state that Petitioner does not specify 

an instance – much less a pattern – of uncontrolled use of the mark.   

Plaintiff’s bare “information and belief” allegations regarding Registrant’s 

failure to sponsor any examination of licensed products is also deficient.  In fact, 

Petitioner acknowledges that Registrant requires “verification” of licensed products by a 

qualified lab.  (Petition ¶¶ 12, 13)  In addition, Petitioner’s allegations are an about-face 

from the position it took a few months ago, when it disclaimed knowledge of Registrant’s 

verification program altogether.  In the district court complaint, Registrant alleged:  

“DVD FLLC [Registrant] also oversees a program by which its licensees verify their 

understanding of, and compliance with, the DVD specifications.”  (Petition, Exhibit A, 

¶ 15)  In its Answer, Petitioner “denie[d] knowledge or information sufficient to form a 

belief as to the truth” of those allegations.  (Exhibit 1, ¶ 15)  Petitioner now 
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acknowledges Registrant’s verification program.  If Petitioner can now plead “on 

information and belief” that it has new knowledge regarding these activities, then it is 

incumbent upon Petitioner to plead those facts.  Its bare-bones pleading “on information 

and belief” is inadequate to sustain its abandonment claim.5 

Finally, the allegation that “Registrant permits unlicensed use of the 

subject Mark, or use that is not compliant with Registrant’s DVD specifications for 

extensive periods of time with indifference” (Petition, ¶ 17), does not meet any 

reasonable level of plausibility.  As Petitioner acknowledges, Registrant sued Petitioner 

in district court for infringement because Registrant used the marks on unlicensed 

products – hardly evidence of a permissive approach suggestive of “abandonment.”  

Moreover, the abandonment claim once again is inconsistent with Petitioner’s own 

allegations.  According to Petitioner, it has a “real interest in the proceedings [for 

cancellation]” and “a reasonable basis for its belief of damage” precisely because 

Registrant has taken an aggressive stance in prosecuting Petitioner’s infringing conduct 

in federal court and Petitioner fears registrant will continue to do so.  (Petition ¶ 3)  

Petitioner’s concerns about Registrant’s infringement claims jibe not at all with its claim 

that Registrant tolerates infringement for “extensive periods of time with indifference.”  

(Petition, ¶ 17)  Rather, Petitioner’s allegations show a registrant that takes its 

enforcement and policing obligations seriously.  See e.g. Hermes Intern. v. Lederer de 

Paris Fifth Ave., Inc., 219 F.3d 104, 110 (2d Cir. 2000) (“[f]ar from establishing that 
                                                 
5  Information regarding DVD FLLC’s verification program is publicly available, and 

refers to provisions in the standard DVD FLLC license agreement.  See 
http://www.dvdfllc.co.jp/verification/vr_next.html.  Given Petitioner’s invocation of 
the license agreement in the Petition, the license terms are appropriately considered 
here.  As shown on Registrant’s website, the verification provisions of the license 
(see Article 4) are detailed and specific. 
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Hermès' designs have be[en abandoned], the evidence [] suggests that Hermès' designs 

continue to indicate their source, and that Hermès vigorously pursued manufacturers of 

knockoff goods in an effort to protect its mark”).  

In short, petitioner’s grounds for cancellation on the basis of abandonment 

by uncontrolled licensing are bare-bones statements with no supporting factual 

allegations, contradicted by publicly available documentary evidence.  Moreover, they 

are inconsistent with Petitioner’s own allegations in this proceeding.  As such, even under 

a generous view of the pleading standard, it simply cannot be said that any branch of this 

claim asserts a plausible theory of relief, as Iqbal and Twombly require.  Accordingly, 

dismissal pursuant to Rule 12(b)(6) is warranted. 

D. Petitioner’s “Abandonment–by-Failure-to-Police” Claim has no Basis 

Petitioner’s next claim, for cancellation on the basis of abandonment by 

failure to police (Petition, ¶ 18), also falls well short of the Iqbal/Twombly mark.  

Abandonment under 15 U.S.C. § 1127 occurs “[w]hen any course of conduct of the 

owner, including acts of omission as well as commission, causes the mark to . . . lose its 

significance as a mark.”  In support of its abandonment claim, Petitioner alleges only that 

“Registrant permits unlicensed use of the subject Mark, or use that is not compliant with 

Registrant’s DVD specifications for extensive periods of time with indifference.”   

(Petition, ¶ 18)  Petitioner again offers these allegations on information and belief, and 

points to no instance in which Registrant has permitted unlicensed use of the mark.  

Initially, Petitioner has failed to plead a critical element of its claim.  

“Evidence of a trademark owner's failure to prosecute infringers [in the absence of a 

licensing scheme] is relevant to a determination of . . . abandonment only where such 

failure amounts to the mark's losing significance as an indication of source.”  Sweetheart 
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Plastics, Inc. v. Detroit Forming, Inc., 743 F.2d 1039, 1048 (4th Cir. 1984) (emphasis 

added); see Herman Miller, Inc. v. Palazzetti Imports and Exports, Inc., 270 F.3d 298, 

317 (6th Cir. 2001); 3 McCarthy on Trademarks and Unfair Competition § 17:5.  

Inasmuch as Petitioner does not allege that the registered trademark has lost any 

indication of its meaning (Petition ¶¶ 17, 18), the claim is fatally defective and should be 

dismissed.   

Moreover, as noted above, Petitioner’s abandonment allegations are 

inconsistent with its allegations in support of its standing to bring this claim.  Petitioner 

cannot have it both ways.  Having alleged (Petition, ¶ 3) that “continued registration of 

the subject Mark places Petitioner in peril,” presumably of a lawsuit by Registrant – a 

reasonable belief, given that Registrant has already sued Petitioner for improper use of 

the mark – Petitioner’s unsubstantiated abandonment allegation cannot stand. 

In addition, U.S. Government records (of which the Board may take 

judicial notice) show that Registrant has taken significant steps to police its trademarks 

more broadly through recordation of the ‘677 and ‘726 marks with Customs and Border 

Protection.  See Exhibits 4-5 (showing recordation of these marks).  By the recordation of 

the marks, Registrant has taken significant steps to ensure that DVDs and DVD 

equipment bearing any member of DVD FAMILY OF MARKS without authorization do 

not enter the country.  Having failed to allege any facts to support its “indifference” 

charge, and in the face of this public information regarding Registrant’s enforcement 

efforts – information that Petitioner’s pre-filing obligation should have uncovered – the 

abandonment claim should be rejected.  
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E. Petitioner’s Claim that the Mark at Issue is a Certification Mark Fails 
to State a Claim Under the Lanham Act  

Petitioner challenges the ‘602 registration on the theory that the trademark 

is actually a certification mark. (Petition, ¶¶ 19-20)  Because this claim is both without 

any foundation in law and has no support in Petitioner’s allegations, it should now be 

dismissed.  

As a threshold matter, Petitioner has not alleged a proper statutory ground 

for cancellation of a mark that, as here, was registered more than five years prior to the 

commencement of the cancellation proceeding.  The Federal Circuit has held that “‘[a]ny 

‘duty’ owed by an applicant for trademark registration must arise out of the statutory 

requirements of the Lanham Act’[.]”  In re Bose Corp., 580 F.3d at 1243, quoting Bart 

Schwartz Int'l Textiles, Ltd. v. Fed. Trade Comm'n, 289 F.2d 665, 669 (C.C.P.A. 1961).  

The provision of the Lanham Act that lists the available grounds for cancellation of a 

trademark registration, 15 U.S.C. § 1064(3), does not specify cancellation because the 

mark should have been registered as a certification mark.  Furthermore, Registrant’s 

research has not produced a single case, either in the federal courts or at the Board, in 

which a petitioner secured cancellation of an incontestable, registered trademark on that 

ground.6 

In any event, even assuming arguendo that Petitioner offers a cognizable 

ground for cancellation, Petitioner offers no factual allegations to support its contention 

                                                 
6  Notably, the statute explicitly provides for the cancellation of a registered 

certification mark which is being misused as a trademark or a service mark.  See 15 
U.S.C. §§ 1054; 1064 (3), (5); 3 McCarthy on Trademarks and Unfair Competition 
§§ 19:94; 20:61.  The fact that Congress considered and legislated on the situation in 
which a certification mark is misused as a trademark, but not in the situation alleged 
here, further confirms that the statute does not authorize Petitioner’s claim. 
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that the mark is a certification mark rather than a trademark.  A trademark is defined to 

“include[] any word, name, symbol, or device, or any combination thereof . . . used by a 

person . . . to identify and distinguish his or her goods, including a unique product, from 

those manufactured or sold by others and to indicate the source of the goods, even if that 

source is unknown.”  15 U.S.C. § 1127.  Conversely, a certification mark is defined to 

mean, insofar as appears to be relevant here, a symbol used “to certify regional or other 

origin, material, mode of manufacture, quality, accuracy, or other characteristics of such 

person’s goods or services.”  Id.  As the Board held over 30 years ago,  

The key to distinguishing between the use of a trademark 
through related companies and use thereof as a certification 
mark is essentially the purpose and function that the mark 
performs in the marketplace, namely, whether its serves to 
indicate origins of goods or services or to convey a 
guarantee of quality. 

In re Monsanto Co., 201 U.S.P.Q. 864, 869-870 (TTAB 1978). 

Critically, beyond a formulaic recitation of the statutory language, 

Petitioner does not allege that Registrant guarantees or certifies the quality of goods on 

which the mark appears.  Rather, as the Petition and the complaint that Petitioner attached 

to and incorporated into its Petition make clear, Registrant licenses the mark to identify 

and distinguish products manufactured according to the specifications for standard DVD 

products.  (See Petition, ¶ 15 and Exhibit A thereto, ¶¶ 16, 22-23.)  The mark (like its 

siblings in the DVD LOGO FAMILY OF MARKS) distinguishes these standard DVD 

products from other products, such as Blu-ray or CD products, DVD+RW discs, and even 

Petitioner’s own “Flex DVDs.”  (See Exhibit 1, ¶ 28 (referring to Petitioner’s product as 

“Flex DVDs or Flex VCDs.”))  By statutory definition, the mark is a trademark, not a 

certification mark.  
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This result is consistent with PTO practice.  The PTO regularly grants 

trademark, not certification mark, registrations to applicants that license specifications or 

other technologies, and that authorize use of their trademarked logos to differentiate those 

products from others.  See e.g. Registration Nos. 2,893,319 (PictBridge by Canon K.K.); 

2,812,438 (DVB Project); 2,361,147 (Dolby Digital); 2,984,867 (THX). Were the Board 

retroactively to classify the instant trademark as a certification mark, it would be calling 

into question the PTO’s prior practice and questioning these well-known, well-

established trademarks as well.  

In sum, Petitioner has attempted to plead to a claim that has no statutory 

basis and has absolutely no factual support in the Petition.  The claim should be 

dismissed. 





 
 
 
 
 
 
 

Exhibit 1 















































 
 
 
 
 
 
 

Exhibit 2 







 
 
 
 
 
 
 

Exhibit 3 











 
 
 
 
 
 
 

Exhibit 4 





 
 
 
 
 
 
 

Exhibit 5 






